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Attachment to Advisory Action 

Applicant's response filed 9/15/2010 has been fully considered but is not persuasive. 

Specifically, applicant argues (A) that there are no improper Markush groups in the 
claims; (B) that the addition of the amine exfoliated clay to Arjunan would results in premature 
curing or undesired blowing; (C) that there is no motivation or expectation of success had by 
adding an amine exfoliated clay to the composition taught by Arjunan.. 

With respect to argument (A), applicant is arguing that an alternative expression of 
"selected from the group consisting of A, B and C, and D" is proper, which it is not. Proper 
Markush language is either "wherein R is a material selected from the group consisting of A, B, 
C and D" or "wherein R is A, B, C or D." Applicant has a nested Markush group situation, 
wherein the first "and" must be substituted with "or" so that it reads as "selected from the group 
consisting of A, B or C, and D." Written as claimed suggests that B and C are both required. In 
claim 1, the nested Markush groups are "Ci to C20 alkyls, alkenyls and aryls" and "substituted Ci 
to C 2 o alkyls, alkenyls and aryls." 

With respect to argument (B), the amines used to cure and blow are different from the 
ones that are used to exfoliate the clay. Also, given that the amines have reacted with the clay 
makes them unlikely to react with other components of the composition. It is noted that the 
amine exfoliated clay is added after the graft copolymers of Arjunan are formed and therefore 
would not affect the grafting process of Arjunan. 

With respect to argument (C), there is sufficient motivation given that Arjunan is open to 
the addition of clay fillers and further given that Elpass discloses elastomer- and clay-based 
nanocomposites that have improved mechanical and permeability properties. Furthermore, there 



Application/Control Number: 1 0/5 1 8, 1 93 Page 3 

Art Unit: 1796 

is expectation of success given that clay nanocomposites are successfully formed with elastomers 
as shown by Elpass. Case law holds that "when a patent 'simply arranges old elements with each 
performing the same function it had been known to perform' and yields no more than one would 
expect from such an arrangement, the combination is obvious." KSR Int'l Co v. Teleflex, Inc., 
Ill S. Ct. 1727, 1741 (2007), citing Sakraida v. Ag Pro, Inc., 425 U.S. 273, 282 (1976). 
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